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Examiner 

Hani Kazimi 



Applicant(s) 

JACOVES ET AL. 



Art Unit 

3624 



~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )[3 Responsive to communication(s) filed on 04 June 2003 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 63-88 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 63-88 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 19 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 



30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is 1 made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1) |23 Notice of References Cited (PTO-892) 

2) CI Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) CD Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) CH Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

1. This communication is in response to Applicant's amendment filed on June 4, 2003. 
Claims 63-88 are pending. The rejections are as stated below. 

Response to Applicants' Amendment 
Claim Objections 

2. Claim 87 is objected to because of the following informalities: 

Claim 87 depends on "claim 12". However, claim 12 has been canceled. A claim cannot 
depend on a canceled claim, for purpose of examination only, examiner assumes that claim 87 is 
dependent on claim 86. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing Out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

4. Claim 75 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention: 

In particular, claim 75 contains two periods. It is not clear to where the claim is ending. 
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For further examination purposes, examiner will assume that the claim intends to end at the end of 
the second period. Appropriate correction is required. 



Claim Rejections - 35 USC § 101 

5. 35 U.S.C. § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 63-65, 74, 75, 77, and 78 are rejected under 35 U.S.C. § 101 because, the claimed 
invention is directed to a non-statutory subject matter. Specifically the method claims as presented 
do not claim a technological basis in the pre-amble and the body of the claim. Without a claimed 
basis, the claim may be interpreted in an alternative as involving no more than a manipulation of 
an abstract idea and therefore non-statutory under 35 U.S.C. 101 . In contrast, a method claim that 
includes in the body of the claim at least one structural / functional interrelationship which can 
only be computer implemented is considered to have a technological basis [See Ex parte 
Bowman, 61 USPQ2d 1669, 1671 (Bd. Pat. App. & Inter. 2001) - used only for content and 
reasoning since not precedential]. 

In order to over come the 101 rejection above, the following preamble is suggested: 
"A computer implemented method for — ", or something similar. Also, in the body of the claim 
include at least one structural / functional interrelationship which can only be computer 
implemented. 
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Claim Rejections - 35 USC §103 



7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent May not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



8. The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are 
applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
unobviousness. 



9. Claims 63-88 are rejected under 35 U.S.C. 103(a) as being unpatentable over Greer et al. 
European Pat. No. 0 51 1 463 A2 in view of McCall US Pat. No. 6,1 12,981. 



Claims 63-88, Greer teaches a method and a corresponding system for discounting of a 
consumable good by determining a first discount on of a consumable good in response to a first 
purchase by the customer of a first preselected product, determining a second discount of a 
consumable good in response to a second purchase by the customer of a second preselected 
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product, and determining a total discount of the consumable good by adding the first and second 
discount. Greer teaches the steps of issuing a coupon to the customer, storing the first discount in 
a database in association with the customer identification and transaction identifier, and reducing 
the consumable good by the first discount (col. 2, line 54 thru col. 3, line 55, and column 5, line 
30 thru column 9, line 51). 

Greer fails to teach that the discount is based on a Price Per Unit (PPU), and the steps of 
storing in a database a maximum and a minimum number of gallons to which the discount applies. 

McCall teaches that the discount is based on a Price Per Unit (PPU), and the steps of 
storing in a database a maximum and a minimum number of gallons to which the discount applies. 
(Figs. 5-6, and column 6, lines 20-65). 

It would have been obvious to one of ordinary skilled in the art at the time the Applicant's 
invention was made to modify the teachings of Greer to include the steps of granting the customer 
a discount based on a Price Per Unit (PPU), and storing in a database a maximum and a minimum 
number of gallons to which the discount applies, because, Greer provides a database that contains 
information concerning the discount deals that are in effect for the purchased product, 
"specifically the amount of discount", (Greer column 5, lines 35-43). 

Response to Arguments 
10. Applicant's arguments with respect to claims 1-15 have been considered but are moot in 
view of the new grbund(s) of rejection. However, with respect to Applicant's request of declaring 
an Interference between the present application and US Pat. No. 6,332,128 Bl, and US Pat. 
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Application 20020040321 both to "Nicholson", the Examiner will declare the Interference when 
the application is in condition for allowance. The cited section of the MPEP 2307.02 by Applicant 
for the Examiner to initiate the interference is a recommendation not a requirement. Even though 
the Examiner has suggested that the Interference will be declared when the count claim is in 
condition for allowance, the Examiner will declare the Interference when the application is 
condition for allowance in light of the newly cited reference. Furthermore, the pending claims 
might have an effect on the Interference with respect to the obviousness rejections. 

Conclusion 

11. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Hani Kazimi whose telephone number is (703) 305-1061. The examiner can 
normally be reached Monday-Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Vincent Millin can be reached at (703) 308-1065. 

The fax number for Formal or Official faxes and Draft or Informal faxes to Technology 
Center 3600 or this Art Unit is (703) 305-7687 or 7658. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-1 1 13 or 1 1 14. 
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